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Mail Stop AF 

Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 



In conjunction with the concurrently filed Notice of Appeal concerning claims 3, 5, 7-13 
and 19-29 in this application, Applicant has submitted a Pre-Appeal Brief Request for Review 
(fomi PTO/SB/33). This request is made in view of the notice in the 12 July 2005 Official 
Gazette, as extended on 10 January 2006. 

1. Basis for Request for Review 

This request is based on the following with respect to the 19 December 2005 office 
action (Final Action): 

(1) failure to comply with MPEP § 2131.01 in rejecting claims 3, 8, 1 1-12, 19 and 20- 
24 as anticipated by U.S. Patent No. 6,180,228 ("the ^228 patent"); and 

(2) failure to comply with 35 U.S.C. § 102 and MPEP § 2131 in rejecting claims 5, 7-9, 
11-12, 19-20 and 25 as anticipated by U.S. Patent No. 6,228,486 ("the '486 
patent"); 

Applicant believes that issues relating to the obviousness rejections contained in the 
Final Action involve comparison of the claim language and the teachings of the cited references 
and, accordingly, are not of the type intended for review under the new procedure. 
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Secondary reference cannot be used to expand the meaning of terms 

Claims 3, 8, 11-12, 19 and 20-24 stand rejected under 35 U.S.C. § 102(b) as anticipated 
by the '228 patent. Applicant submits that the manner in which base layer 16 of the '228 patent 
has been interpreted is contrary to the express teaching of the '228 patent and utilizes a 
secondary reference to improperly extend, as opposed to interpret, its teaching. 

For ease of reference, Figures 1 and 2 from the '228 patent are reproduced below. 




"7 



Fig.l Fig. 2 



Element 16 is the so-called base layer and is the layer of the structure that receives image layer 
24; element 22 is the adhesive layer. Element 16 is described as follows:^ 

[B]ase layer 16 ... is preferably a sheet of polymeric film engineered to enhance the 
strength and/or the flexibility of the graphic article. The film selected for the base layer 16 
should be flexible and conformable to irregular substrates. . .. The base layer 16 can be 
transparent, translucent, substantially clear or colored. In addition, at least one major 
surface of the base layer 16 must be imageable. . . . 

Materials suitable for the polymeric fihn base layer 16 include alpha-olefins such as 
polyethylene, polypropylene, and blends and copolymers thereof; ethylene-modified 
copolymers such as ethylene vinyl acetate, ethylene acrylic acid, ethylene methacrylic 
acid, ethylene methacrylate and blends and mixed polymers of these materials . . poly- 
urethanes, poly(vinyl chloride) and rubbery polymers such as ethylene propylene diene 
monomer terpolymer, rubber modified polyolefms and styrene butadiene rubbers. A 
particularly preferred material for the base layer 16 is a vinyl film. 

In Other words, the '228 patent teaches that base layer 16 is a polymeric sheet or film of the 

type typically employed in graphic articles, e.g., PE, EVA, PVC, etc. Films made from such 

materials are transparent but can be colored or made translucent, as suggested in this passage. 

The '228 patent teaches that polymeric film base layer 16 can be reinforced with a 

separate laver :^ 

... [A] surface of the base layer 16, or selected portions thereof, can be reinforced. For 
example, a thin metal or foil layer, a woven or nonwoven scrim laver. or a layer of fibrous 
material . . . can be a pplied to a surface of the base laver with a suitable adhesive, or can be 
incorporated between two layers [of] polymeric film to form a reinforced base sheet-like 
construction. . . . 

(Emphasis added.) Subsequent portions of the '228 patent teach that this optional reinforcing 
layer, when used, is positioned between base layer 16 and adhesive layer 22.^ 



* Col. 5, lines 2-27. 
^ CoL 5, lines 34-44. 

^ Col. 5, lines 47-50 ("[I]f the reinforcing layer is used, on an exposed surface thereof an adhesive layer 22 is applied.") and col. 
6, lines 30-3 1 ("An image layer 24 is disposed on a second major surface 20 of the base layer."). 
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The official action mailed 31 May 2005 (Non-Final Action) stated that base layer 16 "may 
be reinforced with a woven or nonwoven scrim layer , or a layer of fibrous material." (Emphasis 
added.) 

Applicant's response to the Non-Final Action noted that the *228 patent explicitly teaches 
that that the optional reinforcement is separate and distinct from base layer 16 and that image 
layer 24 is seoarated from the optional reinforcement layer by the image-receiving film. 

However, the Final Action stated that base layer 16 is "equate[d] to the instantly claimed 
fabric matrix and nonwoven fabric matrix." It points to a website"^ which is alleged to teach "that 
a textile film is a textile material (fabric) and a fabric textile includes nonwoven articles." 

These statements are understood to be an indication that the Final Action has treated 
the disclosure of the '228 patent, as read in view of the definitions contained in the noted web- 
site, to teach print-receiving layers that include non-woven fibers. ^ For at least the reasons that 
follow, Applicant submits that this is an improper use of a secondary reference. 

Extrinsic evidence may be used to explain but not expand the meaning of temns and 
phrases used in the reference relied upon as anticipatory of the claimed subject matter.^ 

In the present situation, with respect to reinforcement, the '228 patent used phrases 
such as "woven or nonwoven scrim layer " " layer of fibrous material," etc. 

Despite this clear and consistent teaching, the Final Action expanded this to mean that 
the print-receiving base layer 16 could include fibrous materials and, if Applicant is conrectly 
interpreting the text of the Final Action, could be a non-woven article. This clearly is a 
disallowed expansion of the teaching of the '228 patent. 

Because the '228 patent clearly and consistently shows that any fiber-containing layer is 
separated from image layer 24 by print-receiving base layer 16, the '228 patent cannot be said 
to anticipate claims 3, 8, 1 1-12, 19 and 20-24, all of which state that the fabric matrix itself bear 
the printed image. 

Ctfecf reference does not teach every element of the claims 

Claims 5, 7-9, 11-12, 19-20 and 25 stand rejected under 35 U.S.C. § 102(b) as 
anticipated by the '486 patent. Applicant submits that the manner in which certain layers of the 
'486 patent have been interpreted is contrary to the express teaching of the '486 patent and, 
arguendo even if appropriate, ignore express limitations of the rejected claims. 



^ In this Request, Applicant has not chosen to pursue the issue of whether this website has been shown to have been in existence 
at the filing date of the present application such that it constitutes a valid prior art reference. Applicant reserves the right to 
pursue this on appeal, however. 

^ Citation to the website was included in a review of the '228 patent If the recitation of website terms was intended to be read in 
reverse - i.e., the claims are directed to a non-woven fabric which is the same as a fabric textile which is the same as a textile 
film - Applicant maintains this Request, mutatis mutandis, and notes that the '228 patent docs not teach a so-called textile film. 

^ In re Baxter Travenol Labs.. 21 U.S.P.Q.2d 1281 (Fed. Cir. 1991). 
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For ease of reference, Figure 2 from the '486 patent is reproduced below/ 
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FIG. 2 

The Final Action states that "Examiner takes the position that the protective coating layer 
includes the abrasion resistant layer [140f and underlying adhesive layer.^ The instant claims 
do not preclude such an embodiment." 

For at least the reasons that follow, Applicant submits that this is improper. 

Adhesion promoting layer 130^^ Is typically composed of a lacquer and a diluent,"^ ^ and 
abrasion-resistant coating layer 140^^ "is made from UV curable oligomers such as epoxies, 
urethanes, polyester, acrylics, and the like."^^ Thus, the '486 patent considers layers 130 and 
140 to be formed separately through distinct processes (coalescence vs. crosslinking). 

Further, the two layers serve separate and distinct functions , one to provide abrasion 
resistance and the other "to increase the adhesion of coatings to a film substrate."^"* 

Thus, abrasion-resistant layer 140, which is the only layer taught to serve a protective 
function, is not "disposed on" and does not "directly contact" graphics layer 120. Conversely, 
adhesion-promoting layer 130 is disposed and directly contacts graphics layer 120, but it is not 
taught as serving a protective function.^^ 

Even if the distinctive nature of layers 130 and 140 could be ignored and they were 
considered to form a "joint" single layer, such a "combination" layer would not be an outer layer 



' As stated in the response to the Non-Final Action, Fig. 2 is deemed representative for purposes of discussion. In this figure, 1 10 
is the facestock (with 1 1 8 being a heat-activatable adhesive and 1 12 being the print-receiving layer), 120 is the graphics layer, 
130 is an adhesion-promoting layer, 140 is abrasion-resistant transparent coating layer, ISO is an adhesive layer, and 160 is a 
carrier sheet. 

* Reference numerals added for ease of reference. 

^ Applicant believes use of the term "underlying" to be erroneous. In the text that preceded this, the Final Action referred to 
adhesion promoting layer 130 as "an overlying adhesive layer" and to adhesive layer 150 as "another overlying adhesive layer." 
The Final Action referred to heat-activatable adhesive layer 1 18 as an "underlying adhesive layer." Spatially, a combination of 
adhesive layer 1 18 and protective layer 140 does not make sense, whereas a combination of adhesion promoting layer 130 and 
protective layer 140 does. 

Described in the paragraph that bridges cols. 9-10 of the '486 patent. 

" Col. 9, lines 52-53. 

Described at col. 10, lines 9-29. 

Col. 10, lines 13-15. In addition to UV curing, cationic curing of certain materials (e.g., epoxies) also is taught 
^^Col. 9, lines 50-51. 

Arguendo, if adhesion-promoting layer 130 is deemed to serve a protective llinction, it still does not meet other express 
limitations relating to the outer protective layer of claim 19; see nn. 16-17 and associated text infra. 
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as required by the present claims. Instead, this combination layer is overlain by adhesive layer 
150 and carrier sheet 160.''® 

Further, in claim 19, the outer protective layer includes "a textured upper surface." 
Neither the Non-Final Action nor the Final Action has pointed to any teaching or suggestion in 
the '486 patent that any of layers 130, 140. 130/140 combination, 150. or 160 includes a 
textured upper surface.^^ 

In view of at least the foregoing, the '486 patent cannot be said to anticipate claims 5, 7- 
9, 11-12. 19-20 and 25. 

IL Relief Sought 

Having shown that the Final Action has failed to comply with statute and USPTO 
procedure with respect to the two anticipation rejections, Applicant respectfully requests that 
these be withdrawn and that the appeal proceed on the remaining obviousness rejections. 

The Request, this Accompanying Document, and a Notice of Appeal are being submitted 
within the shortened statutory period which expires 20 March 2006. 

Inquiries concerning this submission, as well as other questions concerning the 
application, should be directed to the attention of the those associated with Customer No. 



Zollinger & Burleson Ltd. 

P.O. Box 2368 

Canton, Ohio 44720-0368 

phone: 330/526-0104, x2 
facsimile: 866/311-9964 



Even if carrier sheet is removed, as the '486 patent suggests might occur in practice, adhesive layer 150 becomes the outer 
layer; see lines 54-57 of col. 10 and lines 47-52 of col. 12 for examples of when and how adhesive layer 150 either does or does 
not remain affixed to protective layer 140. 

In fact. Applicant submits that a thermal transfer laminate would employ an outer surface that was as smooth as possible. 



46588. 



Respectfully submitted, 




March 6. 2006 



David G. Burleson, Reg. No. 38,090 
Attorney for Applicant 



